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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Certificate 

DEC 15 

0 f correction 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

ATTN: Decision and Certification Branch of Patent Issue Division 

< REQUEST FOR CERTIFICATE OF CORRECTION UNDER 37 C.F.R. 1.322 



IN RE APPLICATION OF 
BANVILLE ET AL. 
APPLICATION NO: 09/848,694 
(now U.S. Pat. 6,924,391)0^ 
FILED: MAY 3, 2001 

FOR: ALPHA-AMINO, -THIO, -OXO SUBSTITUTED KETONES AS 
PHOSPHOLIPASE INHIBITORS 



Sir: 

The above patent application Serial No. 09/848,694 issued as U.S. Pat. No. 6,924,391 on 
August 2, 2005. Applicants hereby request a certificate of correction for the errors set forth on form 
PTO/SB/44 attached hereto as Appendix A. Remarks regarding the corrections are set forth below 
on pages 2-4. 
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US Pat. No. 6, 924,391 (application Serial No. 09/848,694) 
Attorney Docket Number: Q A2 1 1 

REMARKS 



For the USPTO's convenience, Applicants have attached the following appendices: 

■ A completed form PTO/SB/44 listing all the corrections sought to be made herein 
(Appendix A). 

■ Copies of the Office Action mailed July 8, 2004, the Amendment filed October 7, 
2004 and the Notice of Allowance (Appendix B). 

Each of the errors, depicted in Table 1, occurred through the fault of the USPTO, for which 
correction is sought under 37 C.F.R. 1.322. Applicants submit these corrections present no new 
matter and do not require further examination. Remarks regarding each of the corrections follow the 



Table. 



Table 1 



Error 



Column 



Error 



Correction 



Number 



and Page 



1 



Col. 119, 



Numerous compounds are missing 



After "A compound selected from", 
the following formulae should be 



line 2 



from claim 1. 



added: 
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a ci 

CH, C=) CH3 \=) 

x (J a - 

■^n "Hi 

CI 

CH 3 W/ 

X Yl 


2 


Col. 119, 
lines 45-65 


The structure is incorrect 


Replace the printed structure with 
the following: 

CI 

CH, O 

^ — 

°1 

CH3COCONH 0 


3 


Col. 120, 
lines 25-45 


The structure is incorrect 


Replace the printed structure with 
the following: 

CI 

? H *T 

X — Tl 

HoX/O^^CCH 


4 


Col. 122, 
lines 25-45 


The structure is incorrect 


Replace the printed structure with 
the following: 

CI 

0 XI 

CONHCHjCHjOH 
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5 


Col. 122, 
lines 45-65 


The structure is incorrect 


Replace the printed structure with 
the following: 

CI 

9 

o 

F F KJ^ 


6 


Col. 125, 
lines 20-40 


The structure is incorrect 


Replace the printed structure with 
the following : 

CI 

9 

OyOCHj 

° XI 



In Error 1, nine compounds were omitted from claim 1. These compounds were allowed in 
claim 1 1 of Applicants' Amendment dated October 7, 2004. 1 Applicants submit that the nine 
unmarked compounds shown on page 10 of the Amendment have been omitted from claim 1 of the 
patent and should be added to the claim following the text "A compound selected from." 

Errors 2-6 consist of five structures incorrectly printed. All are USPTO mistakes. This is 
apparent in comparing the structures found on pages 1 1-12 of Applicants' Amendment with the 
printed patent. 

As each of the mistakes made are the fault of the USPTO, Applicants believe no fees are 
required. If a fee is deemed to be required, the Commissioner is hereby authorized to charge such 
fee to Deposit Account No. 19-3880. The USPTO is requested to kindly contact the undersigned if 
deemed appropriate to expedite this request. 



1 On page 3 of the Office Action, mailed July 8, 2004, the Examiner states that "Claim 1 1 will be allowed to the extent it 
reads on the elected subject matter. Compounds containing Silicon and heterocyclic subject matter should be deleted." 
As shown on pages 9-13 of Applicants' Amendment, claim 1 1 was amended to remove silicon and heterocyclic subject 
matter which reflected the scope of the generic concept of the elected subject matter. On page 2 of the Notice of 
Allowance, the Examiner states that "specific compounds of claim 1 1 are now claimed, along with the pharmaceutical 
composition. These compounds do not read on the above reference and hence are patentable." 

-4- 
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Respectfully submitted, 



Bristol-Myers Squibb Company 
Patent Department 
P.O. Box 4000 
Princeton, NJ 08543-4000 
(203) 677-7669 




'amela A. Mingo, Ph.D. 
Agent for Applicant 
Reg. No. 48,256 



Date: December 8, 2005 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 

PATENT NO : 6,924,39 1 & £~ 
DATED: : August 2, 2005 

INVENTOR(S) : Jacques Banville, Roger Remillard, Neelakantan Balasubramanian, Gilles 
Bouthillier, Alain Martel 

It is certified that an error appears or errors appear in the above-identified patent and that said 
Letters Patent is hereby corrected as shown below: 

Col. 119, line 2, after "A compound selected from", the following formulae should be added: 




MAILING ADDRESS OF SENDER: PATENT NO. 6,924,39 1 

Pamela A. Mingo, Ph.D. 

Bristol-Myers Squibb Company 

Patent Department 

P.O. Box 4000 

Princeton, NJ 08543-4000 

(203) 677-7669 

Page 1 of 4 

Form PTO/SB/44 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 

PATENT NO : 6,924,391 
DATED: : August 2, 2005 

INVENTOR(S) : Jacques Banville, Roger Remillard, Neelakantan Balasubramanian, Gilles 
Bouthillier, Alain Mattel 




Col. 119, lines 45-65, the formula should appear as follows: 



CH 3 COCONH 




C0 2 H 
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PATENT NO 

DATED: 

INVENTOR(S) 



UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 

6,924,391 b'l- 
August 2, 2005 

Jacques Banville, Roger Remillard, Neelakantan Balasubramanian, Gilles 



Bouthillier, Alain Martel 
(Continued) 



Col. 120, lines 25-45, the formula should appear as follows: 

CI 




Col. 122, lines 25-45, the formula should appear as follows: 




CONHCHjCHjOH 



MAILING ADDRESS OF SENDER: 
Pamela A. Mingo, Ph.D. 
Bristol-Myers Squibb Company 
Patent Department 
P.O. Box 4000 
Princeton, NJ 08543-4000 
(203) 677-7669 

Form PTO/SB/44 
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PATENT NO 

DATED: 

INVENTOR(S) 



UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 

6,924,391 & 
August 2, 2005 

Jacques Banville, Roger Remillard, Neelakantan Balasubramanian, Gilles 



Bouthillier, Alain Martel 
(Continued) 



Col. 122, lines 45-65, the formula should appear as follows: 

CI 




C0 2 H 



Col. 125, lines 20-40, the formula should appear as follows: 

CI 




C0 2 H 
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Qaozu 



NOTICE OI 



Maria J. Mathias 
Bristol-Myers Squibb Company 
Patent Department y 
P.O. Box 4000 
Princeton, NJ 08543-4000 



'0/22/2004 



' FEE(S) DUE 



OCT 2 6 2i 



APPLICATIO N NO. 
^ 09/848,694 T 



FILING D ATE 
05/03/2001 



Docketed Item 
Due Date 
Attorney 




tlRST NAMED INV ENTOR*" 
Jacques BanviUe 



TITLE OF INVENTION: ALPHA A^rxir, ^ Jacques fi anviH e 1 



[ATTORNEY DOCKET NO* 
QA2I1 



CONFIRMAT ION NO. 
7932 



APPLN, TYPE 
nonpro visional 



SMAL L ENTITY 
NO 



ISSUE FEE 
$1370 



PUBLICAT ION FEE 
$300 



*IJ70 l TQTAL ^E(S) DUE , DATEDT^ 1 

the a p p $3 oo | u ™ t c, due I 

HOW TO REPLY TO THIS NOTICE: ^WfcffW WILL 

I. Review the SMALL ENTITV * 

^ 1 1 1 status shown above 
If the SMALL ENTITV i* ,l 

SMALL ENlimS: ™ " ™ S - *>» « 

B. If the status above ic u~ 

-d tw.ce the amount J£ S^S^SSi^ S 



W 0 3 2004 



If the SMALL ENTITY 1 ^h^^^S^DEp^fl^cMT'^' > ^^ 
A - Pay ^^DL^how^ or 

l^sSSiSSS^^ status before, or is „ ow 

SSKftE? ™ *»**L CATS FEE 5 r f ° n ^ B " 
the ISSUE FEE shown above. EE (lf ^"'red) and 1/2 



„ „ snown above v '=Huireaj and 1/2 

II. PARTB- FEE(S) TRANSMITTat u 

xtra copy of the form should be submitted P " aCC ° Unt ' secti °° "4b" of Part B FeeMr Smi " al Shouid be 

[II- All communications reeardina th- ,• W Transmittal should be 

« ISSU b fee j^ fc rs£r - - — . dirM „, eomm . . 

MPORTANT REMINDER- utilitv . »™™.c,„„„ s „„„ „ issuJoce ^ 

,, , muJ^S^I^Jg^ M on „ r ,„ er D „ „ 1M „ 

°"" nelyp "™'"'»f""tae™a„c e L°" 1 ,i n 2 ' d ™ 0 n,a) ' P«™<™ " 
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1 043 ApPf0Ved for ««e through 04/30/2007. 





United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.usplO.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



09/848,694 



05/03/2001 



7590 10/22/2004 

Maria J. Mathias 
Bristol-Myers Squibb Company 
Patent Department 
P.O. Box 4000 
Princeton, NJ 08543-4000 




;ques Banville 



QA211 



7932 



EXAMINER 



KUMAR, SHAILENDRA 



ART UNIT 



PAPER NUMBER 



1621 

DATE MAILED: 10/22/2004 



Notice of Fee Increase on October 1, 2004 

If a reply to a "Notice of Allowance and Fee(s) Due" is filed in the Office on or after October 1, 2004, then the 
amount due will be higher than that set forth in the "Notice of Allowance and Fee(s) Due" because some fees will 
mcrease effective October 1, 2004. See Revision of Patent Fees for Fiscal Year 2005 : Final Rule 69 Fed Ree 52604 
52606 (May 10,2004). ' * 9 

The current fee schedule is accessible from WEB site (http://www.uspto.gov/main/howtofees.htm). 

If the fee paid is the amount shown on the "Notice of Allowance and Fee(s) Due" but not the correct amount in view 
of the fee increase, a "Notice of Pay Balance of Issue Fee" will be mailed to applicant. In order to avoid processing 
delays associated with mailing of a "Notice of Pay Balance of Issue Fee," if the response to the Notice of Allowance 
is to be filed on or after October 1, 2004 (or mailed with a certificate of mailing on or after October 1, 2004), the 
issue fee paid should be the fee that is required at the time the fee is paid. See Manual of Patent Examining Procedure 
£MPEP) 5 Section 1306 (Eighth Edition, Rev. 2, May 2004). If the issue fee was previously paid, and the response to 
the "Notice of Allowance and Fee(s) Due" includes a request to apply a previously-paid issue fee to the issue fee 
now due, then the difference between the issue fee amount at the time the response is filed and the previously-paid 
issue fee should be paid. See MPEP Section 1308.01 . 

Effective October 1, 2004, 37 CFR 1.18 is amended by revising paragraphs (a) through (c) to read as set forth below. 
Section 1.18 Patent post allowance (including issue) fees. 

(a) Issue fee for issuing each original or reissue patent, 
except a design or plant patent: 

By a small entity (Sec. 1 .27(a)) $685.00 

By other than a small entity $1,370.00 

(b) Issue fee for issuing a design patent: 

By a small entity (Sec. 1 .27(a)) $245.00 

By other than a small entity $490.00 

(c) Issue fee for issuing a plant patent: 

By a small entity (Sec. 1.27(a)) $330.00 

By other than a small entity $660.00 



Questions relating to issue and publication fee payments should be directed to the Customer Service Center of the 
Office of Patent Publication at (703) 305-8283. 



PTOL-85 (Rev. 09/04) Approved for use through 04/30/2007. 
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Notice of Allowability 



£"1 



DEC 1 2 2005 



Application No. 
09/848.694 



Examiner 

SHAILENDRA - K1JMAP 



1621 



2- EI The allowed c,aim(s, is/are n^renur^^ 

3. □ The drawings filed on are accented Kw ^ c ' " 

are accepted by the Examiner 

" Certf d lntemational BurMU (^T Rule 17 2(8)^ ments hava 66611 received j n thisnational stage application from the 

certified copies not received; 

Applicant has THREE MONTHS FROM twc 
6. □ CORRECTED DRAWINGS I a « Vom declaration is deficient. 

« □ „ 2) D to P aU:2:°;°r person ■ ^ »«- < w 

(o) □ including changes required bv the = 1 — ' 

Paper NoVMai. Date ^ Examin *' 8 Amendment / Comment or in the Office action of 



ttachment(s) 

□ Notice of References Cited (PTO-892) 

□ Notice of Draftperson's Patent Dravrtng Review (PTO-948, 

of\rJ ne ^^° mment ^ rdin9 Re <""' reme " *r Deposit 
of Biological Material H 



5. □ Notice of informal Patent Application (PTO-1 52) 
o. U interview Summary fPTO-4131 
Paper No./Mail Date ; ' 
'■ ® ^miner's AmendmenVcSmment 

8. IS Examines Statement of Reasons for Allowance 



latent and Trademark Office" 
OL-37(Rev. 1-04) 



Notice of Allowability 



Part of Paper No./Mail Date 20041019 



Application/Control Number: 09/848,694 p age 
Art Unit: 1621 

1 . An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview 
with Pamela Mingo on 10/19/04. 

The application has been amended as follows: 

1 ) Claims 1 -4, 7, 1 0, 1 2 and 1 3 have been canceled without prejudice. 

2) In claim 9, line 3, "1" is changed to - - 1 1 - - 

2. The following is an examiner's statement of reasons for allowance: The closest 
prior art was JP 5-222006, especially page 5, top compound. However with the 
cancellation of above claims, specific compounds of claim 1 1 are now claimed, along 
with the pharmaceutical composition. These compounds do not read on the above 
reference and hence are patentable. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHAILENDRA - KUMAR whose telephone number is 
(571 )272-0640. The examiner can normally be reached on Mon-Thur 8:00-5:30, Alt Fri. 



Application/Control Number: 09/848 694 

Art Unit: 1621 ' Pa 9 e3 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on (571 J2724646. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private pair only. 
For more information about the PAIR system, see http://paMirect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




SHAILENDRA- KUMAR 
Primary Examiner 
Art Unit 1621 

S.Kumar 
10/19/04 




APPLICATION NO. 
09/848,694 



FILING DATE 
05/03/2001 



FIRST NAMED INVENTOR 
Jacques Banville 



7590 



] 0/22/2004 



Maria J. Mathias 
Bristol-Myers Squibb Company 
Patent Department 
P.O. Box 4000 
Princeton, NJ 08543-4000 



UniilJ^?^?? D PARJMENT OF COMMERCE™ 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.ospto.gov 



I ATTORNEY DOCKET NO. 
QA211 



CONFIRM ATI ON NO. 
7932 



EXAMINER 



KUMAR, SHAILENDRA 



ART UNIT 



PAPER NUMBER 



1621 

DATE MAILED: 10/22/2004 



Determination of Patent Term Adjustment under 35 U.S.C 154 (b) 

(application filed on or after May 29, 2000) 

months, after the mai,^ <* - * ™ 



If a Continued Prosec 
determines Patent Ter 

direct ,o the Custom Servici Ce^roV^OffS^^^^ 
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UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. | 


CONFIRMATION NO. 


09/848,694 


05/03/2001 


Jacques Banville 


QA211 


7932 



07/08/2004 



7590 

Maria J. Mathias 

Bristol-Myers Squibb Company 

Patent Department 

P.O. Box 4000 

Princeton, NJ 08543-4000 



EXAMINER 



KUMAR, SHAILENDRA 



% L-,A.-*' : ?U'^ * ^ ****** '^'" r 



ART UNIT 



PAPER NUMBER 



auG 1 2 2004 



1621 

DATE MAILED: 07/08/2004 
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Please find below and/or attached an Office communication concerning this application or proceeding. 



Fl 



RECEIVED 
JUL 2 !? ?0R4 
Woodcock Washburn 



RECEIVED 

JUL 2 9 ^04 

DOCKET DEP7 
WWKMN 



jul i z m 

Docketed Itflw ^lf^O*t OA 

Due Date : 

Attorney >/P^«U^ S 



KX*ice oFApp iOl*f<x/ 



AU6 1 2.2004 



WALLINGFCRD. J 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/848,694 



Examiner 




tus 

1)D Responsive to communications) filed on 29^ 2004 
2a)B This action is FINAL. 25)Q Tnfe 

3) D Since th.s application is in condition for allowance exceot for Zt , « 
Cosed in accordance withthe practice 

Disposition of Claims ' ' 

4) B WN iiZa^ M, pendi,* i„ lhe app.ioa.ion. 

OB ai«!^ J* "*** * IS/are "* drawn ,rom <™*fer*ion.- 
»;I23 Ciaim(s) n is/are allowed. 

0)H Claim(s) 1-4,9, 12 and 13 is/are rejected 

7)l£l Claim(s) 7 is/are objected to. 

B)Q Ciaim(s) are subject t0 restn . djon and/Qr e|ectjon requjrement 

Application Papers 

JjO The specification is objected to by the Examiner. 

Priority under 35 u.s.c. § 119 u " 152 ' 

In Sri <:optesof,hep " ori,>d<>,:umem5, ' a >' e ^"^ivod 

- aaaoe* de ,, M offlc e a«,o„ for a iia. J^* „ 0 , ^ 



Attachment(s) 

1) E Notice of References Cited (PTO-892) 

2) LJ Notice of Draftsperson's Patent Drawing Review (PTO-948) 



U.S. Patent and Trademark Office " 

PTOL-326 (Rev. 1-04) 



4)Q Interview Summary (PTO-413) 
Paper No(s)/Mail Date. 

6) □ Othe'r ° f ' nf0rmal Pat6nt App,ication ( PT 0-1 52) 



Office Action Summary 



Part of Paper rVo./Mail Date onrvm?™ 



Application/Control Number: 09/848,694 

Art Unit: 1621 ' Page 2 

DETAILED ACTION 

This office action is in response ,o applicants' communication ffled on 4/29/04 
Claims 1 -4, 7 , and 9 , 3 are pendjng , ^ ^ ^ ^ ^ ^ ^ 

-ceied. Cairn , 0 bas been ^ from th9 ^ ^ fc 

elected invention. 

Rejection of claims 1-4 and 9 ov^rk-. m^oi- u . 

over Kun et al is hereby withdrawn subsequent to 

applicants' amendment. 

Claim Rejections - 35 USC § 102 
form the oasis ,or tbe Actions under Ws section made in tbis Office action: 

A person shall be entitled to a patent unless - 

2 C ' aimS M ' 9 ' 12 a " d 13 are -der 35 Use. 102(b) as being 

anticipated by JP 5-222006. 

T ^ H ' " ^ °' - R1 * -» - - * tnasmuc, the impound 
• «** « the composition is an„ pated . English ^ „ ^ 

with the Japanese document. 

3- Clai - 7 '-^e d .oasbein gtte penden,u P ona r eiec t edbase d aim but 
wouidbeatiowabMo^e^^^^^^^^^^ 



Application/Control Number: 09/848,694 p age 3 

Art Unit: 1621 

intervening claims. Note applicants should delete Silicon containing subject 
matter. 

4. Claim 1 1 will be allowed to the extent it reads on the elected subject matter. 
Compounds containing Silicon and heterocyclic subject matter should be deleted. 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 . 1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHAILENDRA - KUMAR whose telephone number is 
(571)272-0640. The examiner can normally be reached on Mon-Thur 8:00-5:30, Alt Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on (571 )272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 09/848,694 Pagi 
Art Unit: 1621 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). A 




SHAILENDRA - KUMAR 
Primary Examiner 
Art Unit 1621 



S.Kumar 
7/6/04 





NON-PATENT DOCUMENTS 



Classification 



W 



S. Patent and Trademark Office u * or foreign. 

rO-692 (Rev. 01-2001) 

Notice of References Cited 



Part of Paper No. 20040706 




CERTIFICATE OF MAH JNf: 



IN THE UNITED STA TES PATENT AND TRADEMARK OFFICE 

In re Application of: Banville et. al Art Unit: 1 62 1 

Application No.: 09/848,694 Examiner: S. Kumar 

Filed: May 3, 2001 

For: Alpha-Amino, -Thio, -Oxo Substituted Ketones as Phopholipase Inhibitors 

MAIL STOP: Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

REPLY AND AMENDME NT AFTER FINAL PURSI JANT TO 37 C.F.R § 1116 
Sir: 

This Reply and Amendment is a timely response to a Final Rejection dated. 
July 8, 2004 having a three-month shortened statutory period for response expiring 
October 8, 2004. In Examiner's first Office Action dated January 5, 2004, Claims 1-4 
and 9 were rejected and Claims 7 and 8 were objected to as being dependent upon a 
rejected base claim. Applicants canceled Claims 5,6, and 8, amended Claims 1 -3, 7, 
and 9, and added Claims 11, 12, and 13. Applicants respectfully request 
reconsideration of the above-entitled application in light of the following amendments 
and remarks. Applicants note that a NOTICE OF APPEAL has been filed in concert 
with the present Reply and Amendment. 

Amendments to the Claims are reflected in the listing of claims which begins on 
page 2 of this paper. 

Remarks/Arguments begin on page 18 of this paper. 



Amendment 



USSN 09/848,697 
QA211NP 



Amendments to the Claims: 

This listing of claims will replace all prior versions and listings of claims in 
the application: 

Listing of Claims: 

Claim 1 . (Currently Amended) A compound of the formula 




I 

wherein X! is O, S(0) n , -n— , CO-N- , or -CH 2 -, with the proviso that when X! 
is -CH2-, R 1 and R 2 are only halogen; 

n is 0, 1 or 2; 

R a and R° when taken together form an oxo (=0) group, or R» and R& are each 
independently hydrogen, OH, OCOR 9 , NH 2 , N 3 , NHCOOR 9 , NHCOCOR 9 , 
NHS0 2 R 9 orF; 

X is H, CF 3 , OCF3, halogen, C1-C7 alkyl, C 2 -C 7 alkenyl, C 2 -C 7 alkynyl or C3-C7 
cycloalkyl, said alkyl, alkenyl, alkynyl or cycloalkyl group being optionally 
substituted by COOR8, CN, C(0)NR6r7, po 3 r8 S 0 3 r8, heterocyclic, OR8, SH, 
S(0) n R 9 , NR6r7, NH(CO)NR6r7, NH(CO)OR 9 , or aryl e^hetereafyl, said aryl <* 
hotoroaryl being optionally substituted by one or two groups independently selected 
from NR6r7 0 r8 coORS, SO3R8 OCOR 9 , P0 3 r8, and C(0)NR6r7 ^ 
h e t e rocyclic ; 



and R2 are each independently H, halogen, OR 9 , C1-C7 alkyl, C 2 -C 7 alkynyl, 
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C2-C7 alkenyl or C3-C7 cycloalkyl, said alkyl, alkenyl, alkynyl and cycloalkyl group 
being optionally substituted by COOR 8 , CN, C(0)NR 6 R 7 , P03R 8 , SO3R 8 , 
hetorooyclio , OR 8 , SH, S(0) n R9, NR%7 NH(CO)NR6r7, NH(CO)OR9, 
OC(0)OR 9 , or aryl or hotoroaryl , said aryl and hotoroaryl being optionally substituted 
with one or two groups independently selected from NR 6 R 7 , OR 8 , COOR 8 , SO3R 8 , 
OCOR9 PO3R 8 , and C(0)NR6r7 

and heterocyclic ; 

R 3 , R 4 and Y are each independently H, halogen, OR 10 , SfO^RM Cj-C 7 alkyl, 
C2-C7 alkenyl, C2-C7 alkynyl or C3-C7 cycloalkyl, said alkyl, alkenyl, alkynyl and 
cycloalkyl group being optionally substituted by COOR 8 , CN, C(0)NR 6 R 7 , PO3R 8 , 
SO3R 8 , hotorocyclio, OR 8 , SH, S(0) n R9, NR6r7, NH(CO)NR6r7, NH(CO)OR9, 
OC(0)OR 9 , or aryl or hotoroaryr , said aryl and hotoroaryl being optionally substituted 
by one or two groups independently selected from NR 6 r7, OR 8 , COOR 8 , SO3R 8 , 
OCOR 8 , PO3R 8 , and C(0)NR6r7 and hotorocyclio , with the proviso that not all of 
R3,R4 and Y may be the same halogen; 

R 5 , R 6 and R 7 are each independently H, C1-C7 alkyl, C2-C7 alkenyl, C2-C7 
alkynyl or C3-C7 cycloalkyl, said alkyl, alkenyl, alkynyl and cycloalkyl group being 
optionally substituted by COOR 8 , CN, OR 8 , NR 8 R9, SO3R 8 , PO3R 8 halogen, or 
aryl or hotoroaryl , said aryl or hotoroaryl being optionally substituted by one or two 
groups independently selected from COOR 8 , SO3R 8 and PO3R 8 and hotorooyolio; 

R 8 is H, C1-C7 saturated straight chain alkyl or cycloalkyl; 

R9 is C\— C7 saturated straight chain alkyl or cycloalkyl; 

R 10 is Ci-C 7 alkyl, C 2 -€7 alkenyl, C 2 -C 7 alkynyl, aryl or C3-C7 cycloalkyl, said 
alkyl, alkenyl, alkynyl, aryl or cycloalkyl group being optionally substituted by 
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COOR 8 , CN, C(0)NR6r7, PO3R 8 , SO3R 8 , heterocyclic , OR 8 , SH, S(0) n R9, 

NR6r7 5 NH(CO)NR6r7, NH(CO)OR 9 , or aryl or hotoroaryl , said aryl or hotproaiyl 
being optionally substituted by one or two groups independently selected from 
NR6r7, OR 8 , COOR 8 , SO3R 8 OCOR 8 , PO3R 8 , and C(0)NR6r7 and hotorooyclio; 

Z is ORl 1, S(0) n Rl 1, NRl lRl2 or CHR* 1r12 ; 

R 1 1 is C1-C7 alkyl, C2-C7 alkenyl, C2-C7 alkynyl or C3-C7 cycloalkyl, said alkyl, 
alkenyl, alkynyl or cycloalkyl group being substituted by NR 13 R 14 , S(0) n R 13 , or 
OR13; 

R 12 is hydrogen, C1-C7 alkyl, C2-C7 alkenyl, C2-C7 alkynyl or C3-C7 cycloalkyl, 
said alkyl, alkenyl, alkynyl or cycloalkyl group being optionally substituted by 
NRl3 R 14 S(0) n Rl3,orORl3 ; 

r13 i s SiR^R^R^, C1-C7 alkyl, C 2 -C 7 alkenyl, C 2 -C 7 alkynyl, aryl or C3-C7 
cycloalkyl, said alkyl, alkenyl, alkynyl, aryl or cycloalkyl group being substituted by 
one to three groups independently selected from COOR 8 , OR 8 , Si-*^R-±%^ ? 
OR 1 5 , aryl, and biaryl and hotoroaryl , said aryl[[,]] and biaryl and hotoroaryl being 
optionally substituted with one to three groups independently selected from halogen, 
CF 3) OR 8 , COOR 8 , N0 2 , and CN; 

R 14 is H, SiR«R*SR« ? C1-C7 alkyl, C 2 -C 7 alkenyl, C 2 -C 7 alkynyl, aryl or C 3 - 
C7 cycloalkyl, said alkyl, alkenyl, alkynyl, aryl or cycloalkyl group being optionally 
substituted by one to three groups independently selected from COOR 8 , OR 8 , Si 
R^R-^R^, OR 15 , aryl, and biaryl and hotoroaryl , said aryl[[,]] and biaryl and 
h e toroaryl being optionally substituted with one to three groups independently 
selected from halogen, CF 3 , OR 8 , COOR 8 , N0 2 , and CN; and of 
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R^-aftdj^- 4 when talcon togeth e r with th e nitrogen atom to which thoy aro attached 
may form a 5 7 m e mberod h e t e rocyclic ring with on e or mor e hetoroatomo selecte d 
from O, N and S; said ring being optionally substituted by OR^ -GOORSj-er 
C(0)NR5 R%*nd 

R^rft^rR ^ aro oach indopondontly is Ci-C 7 alkyl, aryl, benzyl, benzhydryl, biaryl, 
hotoroaryl, or (Ci-C 6 ) alkyl-aryl e^G^-G ^) alkyl hotoroaryl, said aryl, benzyl, 

benzhydryl, and biaryl being optionally substituted by halogen, CF3, OR 8 , COOR 8 , 
N0 2) CN, or C1-C7 alkyl. 

Claim 2. (Currently Amended) A compound of the formula 

1 

or a pharmaceutical^ acceptable salt thereof wherein 
R 5 R 5 

X l is °> s (°)n> — N— , CO-N— or -CH2- , with the proviso that when Xi is -CH2-, 

1 2 

R' and R' are only halogen; 
n is 0, 1 or 2; 

R a and R b when taken together form an oxo (=0) group, or R a and Rb are each 
independently hydrogen, OH, OCOR 9 , NH 2 , N 3 , NHCOOR 9 , NHCOCOR 9 , 
NHS0 2 R 9 orF; 

X is H, CF 3 , OCF3, halogen, C1-C7 alkyl, C2-C7 alkenyl, C2-C7 alkynyl or C3-C7 
cycloalkyl, said alkyl, alkenyl, alkynyl or cycloalkyl group being optionally 
substituted by COOR 8 , CN, C(0)NR6r7 P o 3 R 8 , SO3R 8 , heterocyclic, OR 8 , SH, 



-5- 



. . USSN 09/848,697 

Amendment QA211NP 

S(0) n R 9 , NR 6 R 7 , NH(CO)NR 6 R 7 , NH(CO)OR 9 , or aryl or hotoroaryl , said aryl or 
hctoroaryl being optionally substituted by one or two groups independently selected 
from NR6R7, OR 8 , COOR 8 S0 3 r8, OCOR 9 po 3 r8, and C(0)NR6r 7 ^ 
hotorooyclio ; 

Rl and R 2 are each independently H, halogen, OR 9 , C1-C7 alkyl, C 2 -Cl alkynyl, 
C2-C7 alkenyl or C3-C7 cycloalkyl, said alkyl, alkenyl, alkynyl and cycloalkyl group 
being optionally substituted by COOR8, CN, C(0)NR6r 7 , P o 3 r8, S0 3 r8, 
hotorooyclic, OR8, SH, S(0) n R 9 NR*R 7 , NH(CO)NR6r 7 , NH(CO)OR 9 , 
OC(0)OR 9 , aryl or hotoroaryl, said aryl and hotoroaryl being optionally substituted 
with one or two groups independently selected from NR6R 7 , OR8, COOR 8 , S0 3 R 8 , 
OCOR 9 , P0 3 R 8 , and C(0)NR 6 R 7 and hotorooyclic ; 

R3, r4 and Y are each independently H, OR 10 , S(0) n R 10 , C1-C7 alkyl, C2-C7 
alkenyl, C2-C7 alkynyl or C 3 -C7 cycloalkyl, said alkyl, alkenyl, alkynyl and 
cycloalkyl group being optionally substituted by COOR8, CN, C(0)NR6r 7 P o 3 r8, 
S0 3 R8, hotorooyclic, OR 8 , SH, S(0) n R 9 , NR6R 7 , NH(CO)NR6r 7 , NH(CO)OR 9 , 
OC(0)OR 9 , or aryl or hotoroaryl , said aryl and hotoroaryl being optionally substituted 
by one or two groups independently selected from NR 6 R 7 , OR 8 , COOR 8 , S0 3 R 8 , 
OCOR 8 , P0 3 R 8 , and C(0)NR 6 R 7 and heterocyclic ; 

R5, r6 and R 7 are each independently H, C1-C7 alkyl, C2-C7 alkenyl, C2-C7 
alkynyl or C 3 -C 7 cycloalkyl, said alkyl, alkenyl, alkynyl and cycloalkyl group being 
optionally substituted by COOR 8 , CN, OR 8 , NR 8 R 9 S0 3 R 8 , P0 3 R 8 , halogen, or 
aryl or hotoroaryl, said aryl and hotoroaryl being optionally substituted by one or two 
groups independently selected from COOR 8 , S0 3 R 8 , and P0 3 R 8 and hotorooyclic ; 
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R 8 is H, C4-C7 saturated straight chain alkyl or cycloalkyl, CF3 or CH2CF3; 

is C1-C7 saturated straight chain alkyl or cycloalkyl; 
R 10 is C1-C7 alkyl, C2-C7 alkenyl, C2-C7 alkynyl, aryl or C3-C7 cycloalkyl, said 
alkyl, alkenyl, alkynyl, aryl or cycloalkyl group being optionally substituted by 
COOR 8 , CN, C(0)NR 6 R 7 , PO3R 8 , SO3R 8 , heterocyclic, OR 8 , SH, S(0) n R 9 , 

NR 6 R 7 , NH(CO)NR 6 R 7 , NH(CO)OR 9 , or aryl or hctoroaryl , said aryl orhotoroaryl 
being optionally substituted by one or two groups independently selected from 
NR 6 R 7 , OR 8 , COOR 8 , SO3R 8 , OCOR 8 P03R 8 , and C(0)NR 6 R 7 and hotorooyclio ; 

Z is OR 1 !, SCO^R 1 1 , NR 1 !r 12 or CHRl !r 12 ; 

R 1 1 is C1-C7 alkyl, C2-C7 alkenyl, C2-C7 alkynyl or C3-C7 cycloalkyl, said alkyl, 
alkenyl, alkynyl or cycloalkyl group being substituted by NR 13 R 14 , S(0) n R 13 , or 
ORl3 t 

R 12 is hydrogen, C1-C7 alkyl,' C2-C7 alkenyl, C2-C7 alkynyl or C3-C7 cycloalkyl, 
said alkyl, alkenyl, alkynyl . or cycloalkyl group being optionally substituted by 
NR 13 R 14 , S(0) n R 13 or OR 13 ; 

R 13 is SiR^R^R-H C1-C7 alkyl, C2-C7 alkenyl, C2-C7 alkynyl, aryl or C3-C7 
cycloalkyl, said alkyl, alkenyl, alkynyl, aryl or cycloalkyl group being substituted by 
one to three groups independently selected from COOR 8 , OR 8 , Si-R^R-^R-^ 
OR 1 5 , aryl, and biaryl and heteroaryl , said aryl[[,]] and biaryl and heteroaryl being 
optionally substituted with one to three groups independently selected from halogen, 

CF3, OR 8 , COOR 8 , NO2, and CN; 

R 14 is H, SiR^R^R-H C1-C7 alkyl, C2-C7 alkenyl, C2-C7 alkynyl, aryl or C3- 
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C 7 cycloalkyl, said alkyl, alkenyl, alkynyl, aryl or cycloalkyl group being optionally 
substituted by one to three groups independently selected from COOR 8 , OR 8 , Si 
R 4%*%W. OR 1 5 , aryl, and biaryl and hotoroaryl , said aryl[[,]] and biaryl and 
hotoroaryl being optionally substituted with one to three groups independently 
selected from halogen, CF 3 , OR 8 , COOR 8 , N0 2 , and CN; and of 

Rj4_aa4^4 4 w h on taken togothor with tho nitrogen atom to which thoy aro attached 
may form a 5 7 momborod heterocyclic ring with ono or moro hotoroatomo oolocted 
from O, N and S; paid ring being optionally oubotitutod by OR& rCQQRA-er- 
G{0)NR^ra«d 

R 15 5 rM_r^ ai . 0 eaoh independently is C1-C7 alkyl, aryl, benzyl, benzhydryl, biaryl, 
hotoroaryl, or (C1-C6) alkyl-aryl e^G ^) alkyl hotoroaryl , said aryl, benzyl, 
benzhydryl, and biaryl being optionally substituted by halogen, CF3, OR 8 , COOR 8 , 
NO2, CN, or C1-C7 alkyl. 

Claim 3 . (Currently Amended) A compound of claim 2 wherein Xi is O or 
S(0) n and Y is OR 10 in which R 10 is Q-C7 alkyl, C2-C7 alkenyl, C 2~Cl alkynyl, 
aryl or C3-C7 cycloalkyl, said alkyl, alkenyl, alkynyl, aryl or cycloalkyl group being 
optionally substituted by COOR 8 , CN, C(0)NR% 7 , P o 3 R 8 , SO3R 8 , hotcrocyclic, 
OR 8 , SH, S(0) n R 9 , NR 6 R 7 , NH(CO)NR6r 7 , NH(CO)OR 9 , or aryl or hotoroaryl , 
said aryl or hotoroaryl being optionally substituted by one or two groups 
independently selected from NR6r7, OR 8 , COOR 8 , SO3R 8 , OCOR 9 , PO3R 8 , and 
C(0)NR 6 R 7 orhotorooyclic, said R 6 , R 7 , R 8 and R 9 substituents being defined as in 
claim 2. 

Claim 4. (Original) A compound of claim 3 in which R a and R b taken together 
represent an oxo (=0) group, or R a and R b are each independently hydrogen or OH. 
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Claims 5-6. (Canceled). 

Claim 7. (Currently Amended) A compound of claim 3 in which 
Zis 

is R 18 
tU ia, 0 t -(CH 2 ) m -N-(CH 2 ) P -CH 

D17 y 



in which m and p each independently represent an integer of one to six, R^r&H 
r^.**^^^ iS ^ ^ ^ aiyl 



represents^ in which Xl is halogen. 
Claim 8. (Canceled). 

Claim 9 (Original) A pharmaceutical composition for me inhibition of 
cytosolic phospholipase A 2 comprising a therapeutically effective amount of a 
compound of claim 1 and a pharmaceutical^ acceptable carrier. 

Claim 10. (Withdrawn) A method of inhibiting cytosolic phospholipase A 2 in a 
m ammal in need thereof, comprising administering to said mammal a therapeutically 
effective amount of a compound of claim 1 . 

Claim 1 1 . (Currently Amended) A compound selected from 
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and 



or a pharmaceutically acceptable salt thereof. 

Claim 12. (Currently Amended) A compound of the formula 




I 

or a pharmaceutically acceptable salt thereof wherein 
R 5 

Xi is O, S(0) n , CO-N— , or -CH 2 -, with the proviso that when X) is -CH 2 -, R 1 and R 2 
are only halogen; 

n is 0, 1 or 2; 

R a and R b when taken together form an oxo (=0) group, or R a and R b are each 
independently hydrogen, OH, OCOR 9 , NH 2 , N 3 , NHCOCOR 9 , or F; 



Xis H; 
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R> and R ! are each independently H, halogen, OR 9 , or C-C alkyl; 

R 3 R< a„dYa r eeaohindependen t . y H,ha,„ g en,OR'»,o r C,-C,a nt y., S aida, k y, 

Ling optionally substi«ted * aryl, said being optionaUy M * « - 
rC^R^up S ,w iflltepr oviso t ha t no,aHo £ R',R«a„ J Vn 1 ayhe tll esa I ne 

halogen; 

RSR'.andR'areeachindependendyhydrogenorC-CalkyUsaidalMbeing 

g 

optionally substituted by OR ; 

R 8 is H or C1-C7 saturated straight chain alkyl; 

R 9 is C1-C7 saturated straight chain alkyl; 

R» is C-C, alky, or aryi, said aikyl or group being optionally subsdated by 

g 

COOR 8 , C(0)NR 6 R 7 , hetefeeyelie; or OR ; 



ZisOR n orCHR n R 12 ; 



R» is C-C alkyl substituted by NR ,3 R 14 , S(0) n R 13 , or OR 13 ; 



R 12 is hydrogen; 



»" is «J**W~ C-C, alkyl, said alkyl substitutedby one to three groups 
independently selected from OR» and ary,, said aryl substituted with one halogen; 



R 14 is C1-C7 alkyl; and 



and ben^hydryl being optionally substituted by halogen. 



Claim 13. 



(Currently Amended) A compound of the formula 
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x R 1 R 2 R 3 R 4 
I 

or a pharmaceutically acceptable salt thereof wherein 

XnsO.S^or-CH^withtheprovisothatwhen^is^RUndR^areonly 
halogen; 

n is 0, 1 or 2; 

R- and R b are each independently hydrogen, OH, OCOR°, NH 2 , N* NHCOOR', 
NHCOCOR'.orF; 

X is H, CF 3 , OCF 3 , halogen, C,-C alkyl, C 2 -C 7 alkenyl, C^l or C 3 ^ 7 

cycloalkyl, said alkyl. atenyl, alkynyl or cycloalkyl group being optionally 
substitutedby COOR8 C N, C(0)NR6r7, po 3 r8, S0 3 R* heteroey** OR«, SH, 
S(0) R» NR6r7,NH(CO)NR%7,NH(CO)OR9, or aryl ertetere** said aryl « 
JL* being optionally substituted by one or two groups independently selected 
iron, NR6R7, OR*, COOK*. S0 3 R8, OCOR». POjR«, and C(0)NR°R? ^ 
hctcrooyclie ; 

Rl an dR2areeachindepe„dendyH,haloge»,OR9,C 1 -C 7 alk y l,C 2 ^ 7 allcynyl, 
Crt alkenyl or C 3 -^7 cycloalkyl, said alkyl, alkenyl, alkyny. and cycloalkyl group 
being optionally substituted by COOR*. CN, C(0)NR«R7, p o 3 r8, so**, 
— 0R«SH,S(O) n R»mW,«l(C0)N.W,NH(C0)OK', 
OC(0)OR9, „ aryl ertete^, said aryl and hcteroaryl being optionally substituted 
with one „, t»o groups independently selected ftomNR*^, OR* COOR*. SO*". 
OCOR9, PO3R8, and C(0)NR 6 R 7 and^jeteFeeyefe; 
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R 3 and R4 a. each independently H. halogen, OR">, S(0) n R»>, C,-0, * <*- 
C 7 alkenyl, C 2 -C 7 alkynyl or C 3 ^7 cycloalkyl, ^ ■*>• altayl - ^ ^ 
cycloalkyl group being optionaHy substituted by COOR* CN, C(0)NR%', P0 3 R 8 , 
SO3R 8 , hefc^eyefe OR 8 . SH. S(0) n R 9 , NR* 7 . NH(CO)NR* R 7, NH(COpR', 
OC(0)OR», or aryl ertete**** said aryl «**e««^ being optionally substituted 
by one or two groups independently selected from NR'rT, OR*, COOR*. SO3R 8 , 
OCOR8, PO3R 8 , ffld C(0)NR«R 7 andh o tcrocyclfe , with the proviso that not all of 
r3, r4 and Y may be the same halogen; 

YisOR' 0 orS(O)„R'°; 

R 5, r6 and R7 are each independently H, C,-C 7 alky!, Cj-O? alkenyl, C 2 -C 7 
alkynyl or C 3 -C 7 cycloalkyl, said alkyl, alkenyl, alkynyl and eycloalkyl group being 
optional* substituted by COOR* CN, OR*, MR*'. S0 3 R 8 , PO3R 8 , halogen, or 
aryl ertete*** said aryl ertetereary! being optionally substituted by one or two 
groups independently selected from COCM SO3R 8 , and PO3R 8 anttete^; 

R8 is H, C1-C7 saturated straight chain alkyl or cycloalkyl; 

R» is C1-C7 saturated straight chain alkyl or cycloalkyl; 

RlO is C,-C 7 alkyl, C 2 -C 7 alkenyl, C*C alkynyl, aryl or C 3 -C 7 eycloalkyl, said 
alkyl, alkenyl, alkynyl, aryl or cycloalkyl group being optionally substituted by 
COOR 8 , CN, C(0)NR°R 7 , P 0 3 r8, SO3R 8 , hetefoeyelie, 0R8, SH,-S(0) n R9, 
NR«r7 NH(CO)NR«R 7 , n^CC-JOR? or aryl erteterear* said aryl ertetereeryl 
being optionally substituted by one or two groups independently selected from 
NR6R7, OR*, COORS, S0 3 r8, OCOR? P0 3 R8, and C(0)NR6R 7 erteteraeyelie; 

and 
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Zis 



R 15 



>18 



aryl 



(Ul 2 ) m 0 4i R 1 " nr -(CH 2 ) m -N-(CH 2 ) p -CH^ 



R 17 



aryl 



in which m and p each independently represent an integer of one to six, R*MH 
^^^^^ Rl8 iS Cl - €7 dkyl ^ ^ 



represents 



\Jf in which X 1 is halogen. 
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M V.M ARKS/ARGUMENTS 

Claims 1-4, 7, and 9-13 are pending in this application. 

In the Office Action dated July 8, 2004, the Examiner rejected Claims 1-4, 9, 
12, and 13 under 35 U.S.C. § 102(b) as being unpatentable over JP 5-222006. Claim 7 
was objected to as being dependent upon a rejected base claim. 

Reconsideration and allowance of this application are respectfully requested in 
view of the above amendments and the remarks that follow. 

Pursuant to the Examiner's request for an election of a single disclosed species 
on July 29, 2003, Applicants elected 3-[4-[3-[N-[2-Bis-(4-chlorophenyl)ethyl]-N- 
memylaminolpropyllphenoxyl-l^-carboxyphenox^^-propanone which is Example 

2 on page 51 of the specification. 




C0 2 H 

3. [ 4-[3-[N-[2-Bis-(4-chlorophenyl)ethyl]-N-methylamino]propyl]phenoxy]-l-(4- 

carboxyphenoxy)-2-propanone 

In the July 8, 2004 Office Action, the Examiner states that "Claim 1 1 will be allowed 
to the extent it reads on the elected subject matter. Compounds containing Silicon 
and heterocyclic subject matter should be deleted." Accordingly, Applicants have 
amended Claims 1, 2, 3, 7,1 1, 12, and 13 to remove silicon and heterocyclic subject 
matter which reflects the scope of the generic concept of the elected subject matter. 
Applicants maintain the right to file divisonal application(s) on non-elected subject 
matter. 

Pnj ^n nffhims 1-4. 9. 1*, *nri minder 35 U.S.C. 3102(b) 

The Examiner has rejected Claims 1-4, 9, 12, and 13 under 35 U.S.C. §102(b) 
as being unpatentable over JP 5-222006. JP'006 teaches compounds containing a 
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heterocycle. It is Applicants' position that the amendments to Claims 1, 2, 3, 9, 12, 
and 13, which remove all heterocyclic subject matter, render the rejections moot. 
Therefore, it is respectfully requested that the rejections to Claims 1-4, 9, 12, and 13 
be withdrawn. 

Objection of Claim 7 and Allowance of Claim 11 

Claim 7 has been objected to as being dependent upon a rejected base claim, 
but would be allowable to the extent mat it reads on the elected subject matter, if 
rewritten in independent form including all of limitations of the base claim. The 
Examiner further states "Note applicants should delete Silicon containing subject 
matter." Applicants have amended Claim 7 to remove all silicon containing subject 
matter and respecfully request that the objection be withdrawn. 

Claim 1 1 is allowed to the extent it reads on the elected subject matter. The 
Examiner further states "Compounds containing Silicon and heterocyclic subject 
matter should be deleted." Applicants have amended Claim 1 1 to remove all silicon 
and heterocyclic subject matter and respectfully request that the claim be allowed. 

While Applicants submit that the claims are in condition for allowance and 
respectfully request the Examiner's reconsideration, a NOTICE OF APPEAL has 
nevertheless been filed. The Commissioner is hereby authorized to charge any 
additional fees under 37 CFR §1.17 which may be required, or credit any 
overpayment, to Account No. 19-3880 in the name of Bristol-Myers Squibb 
Company. 

Respectfully submitted, 




Bristol-Myers Squibb Company I , r 

Patent Department Pamela A. Mingo 

P.O. Box 4000 Agent for Applicants 

Princeton, NJ 08543-4000 Reg. No. 48, 256 
(203) 677-6997 

Date: October 7, 2004 



-19- 



CASE QA211 NP 



I hereby certify that this paper (along with any paper 
date shown below. 



rraTTFirATE ™ p a rRlMH^K TRANSMISSION 
referred to as bein g attached or enclosed) , being facsitnile —ed to the Patent and Traden.rU Office on the 



Pamela A. Mingo 



Type or print name 



a- 



October 7, 2004 



Date 



IN 



THE UNITED STATES PATENT AND TRADEMARK OFFICE 



IN RE APPLICATION OF 

ART UNIT: 1621 

Banville et. al 

FXAMINER: S. Kumar 
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